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intellectual property
refers to creations of the mind, such as inventions; literary and 

artistic works; industrial designs; and symbols, names and 
images used in commerce.
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intellectual property
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patent
a three-camera system with image enhancement

copyright
literary works, source codes, alarm songs

trademark
ά!ǇǇƭŜέΣ άƛtƘƻƴŜέΣ άƛ.ƻƻƪέ

industrial design
an exterior design and shape of smartphone 
(aesthetic)

trade secret
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intellectual property
trademark
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intellectual property | trademark

Malaysian Trademarks Act 2019

effective from 27 December 2019
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intellectual property | trademark

Malaysian Trademarks Act 2019

Å Accession to the Madrid Protocol and Multi-Class Applications
a single application in one language with one set of fees to seek protection of a trade mark in up 
to 120 countries

Å Non-Conventional and Collective Marks
e.g. collective and non-conventional marks

Å Absolute and Relative Grounds of Refusal
based on marks which are non-distinctive or descriptive; based on similar or identical marks which 
were filed earlier

Å Trade Marks as Security Interests

Å Revocation on the basis of Non-Use
to include instances when a mark has become a common name in the trade as a consequence of 
inactivity, and when the use of such mark is liable to mislead the public as to the nature, quality or 
geographical origin of the goods or services.
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intellectual property | trademark

Malaysian Trademarks Act 2019

Å Abolition of Registered Users

Å Expansion of the Scope of Trade mark Infringement
registered proprietors may bring an action for infringement in respect of goods or services that 
are similar to the goods or servicesclaimed under the registered mark

Å Remedies against Groundless Threats
e.g. a declaration of groundless threat; an injunction and damages

Å Privileged Communication
extends legal professional privilege to communications between a registered trade mark agent and 
the person appointing or authorizing the agent

Å Transitional Provisions

Å Collective Marks
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intellectual property | trademark

ά¢ǊŀŘŜƳŀǊƪέmeansany signcapableof being representedgraphicallywhich
is capableof distinguishinggoodsor servicesof one undertakingfrom those
of other undertakings.

GrabTaxiHoldings Pte. Ltd. 

Trademark

Sign

Anyletter, word, name,signature,numeral,device,brand,heading,label,ticket,
shapeof goodsor their packaging, color, sound, scent, hologram, positioning,
sequenceof motion or anycombinationthereof.
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intellectual property | trademark

A collective mark shall be a sign distinguishing the
goods or services of members of the association
which is the proprietor of the collective mark from
thoseof other undertakings.

Collective Mark

Certification Mark

A certification mark shallbe a sign indicatingthat the
goodsor servicesin connectionwith which it shallbe
used are certified by the proprietor of the mark in
respect of origin, material, mode of manufacture of
goodsor performanceof services,quality, accuracyor
other characteristics.
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intellectual property | trademark

Shape of goods or their packaging
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intellectual property | trademark

Color mark
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intellectual property | trademark

Sound mark
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intellectual property | trademark

Scent mark
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intellectual property | trademark

Hologram mark
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intellectual property | trademark

Positioning mark
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intellectual property | trademark

Sequence of motion
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intellectual property | functions of trademark

Å OriginςA trade mark helps to identify the source 
and those linked for the products and services trade 
in the market.

Å ChoiceςA trade mark assists consumers to choose 
goods and services with ease.

Å QualityςConsumers define a certain trade mark for 
its known quality.

Å MarketingςTrade mark play a significant role in 
ǇǊƻƳƻǘƛƴƎΦ LǘΩǎ ŎƻƳƳƻƴ ŦƻǊ ŎƻƴǎǳƳŜǊǎ ǘƻ ƳŀƪŜ 
purchases based on continuous effect of advertising.

Å EconomicςRecognized trade mark is a valuable 
asset. Trade marks may be licensed or franchised.
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intellectual property | importance of trademark registration

Å Exclusive RightsςRegistered trade marks owners have the rights to 
take legal action for infringement under the Trade Mark Law against 
others who use their marks without consent. 

Å Legal Evidenceςa prima facie evidence of trade mark ownership.A 
certificate of registration serves as an important document to establish 
the ownership of goods exported to other countries.
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intellectual property | trademark

List of Trademark Nice Classes
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intellectual property
industrial design
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intellectual property | what is industrial design

Å An industrial design means features of shape, configuration, pattern or 
ornamentapplied to an article by any industrial process which in the 
finished article appeal to the eye and are judged by the eyes.
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intellectual property | registrable industrial design

Å Fulfill the interpretation of industrial design

Å New in Malaysia or elsewhere

Å Not contrary to public order or morality
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intellectual property | non-registrable industrial design

Å A method or principle of construction

Å The designs of articles depend upon the 
appearance of another article which forms an 
integral part of the article

Å It differs only in immaterial details or features

Å The features of the article are dictated solely by 
function
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Religious Apparel
MY11-01679-0101

intellectual property | importance of industrial design registration
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intellectual property | importance of industrial design registration

Å Owner of a registered design has the exclusive 
right to make, import, sell or hire out any article 
to which the design has been applied.
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intellectual property
copyright
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intellectual property | what is copyright

Å Copyright is the exclusive right to control creative works created by the 
author, copyright owner and performer for a specific period governed 
under the Copyright Act 1987.
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intellectual property | works eligible for copyright

1. Literary Works
2. Musical Works
3. Artistic Works

4. Films
5. Sound Recordings
6. Broadcasts
7. Derivative Works

protects the creative 
effort of an author

protects the investment of 
the entrepreneur who has 
ǇŀŎƪŀƎŜŘ ǘƘŜ ŀǳǘƘƻǊΩǎ ǿƻǊƪ 
in a form which can be 
commercially exploited or 
disseminated to the public 
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intellectual property | what is copyright

Literary works (includes dramatic works)
e.g. novels, stories, books, pamphlets, manuscripts, poetical, works and other 
writings, table & compilation, computer programme

Musical works 
means any musical work, and includes works, composed for musical accompaniment

Artistic works 
(a) a graphic work, photograph, sculpture or collage, irrespective of artistic quality;
(b) a work of architecture being a building or a model for a building; or
(c) a work of artistic craftsmanship
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intellectual property | what is copyright

Sound recording
means any fixation of a sequence of sounds or of a representation of sounds capable 
of being perceived aurally and of being reproduced by any means, but does not 
include a soundtrack associated with a film.

Broadcast
means a transmission, by wire or wireless means, of visual images, sounds or other 
information.

Films 
means any fixation of a sequence of visual images on material of any description, 
whether translucent or not, so as to be capable by use of that material with or 
without any assistance of any contrivance.
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intellectual property | rights of copyright owner

Å Legal Rights
Å Economic Rights
Å Moral Rights
Å Paternity Rights
Å Integrity Rights
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intellectual property | exclusive rights

A bundle of rights to control variousacts under Section13(1) which
provides the copyright owner the exclusive right to control in
Malaysia the following acts (in respect of literary, musical, artistic
works,films,soundrecordingsor derivativeworks):

Å the reproduction in anymaterialform;

Å the communicationto the public;

Å the performance,showingor playingto the public;

Å the distribution of copies to the public by sales or other
transferof ownership;

Å the commercialrental to the public

of the whole work or a substantialpart thereof.
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intellectual property | copyright infringements

Å reproducesin any material form, performs, 
shows or plays or distributes to the public

Å imports any article into Malaysia for the purpose 
of trade or financial gains

Å makes for sale or rent any infringing copy

Å sells, rent or by way of trade, exposes or offers 
for sale or rent any infringing copy

Å distributes infringing copies

Å possesses, otherwise than for his private and 
domestic use, any infringing copy

Å exhibits in public any infringing copy by way of 
trade

Å makes or has in his possession any contrivance 
used or intended to be used for the purpose of 
making infringing copies
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intellectual property | copyright

ÅFairdealing
V Researchandprivatestudy
V Criticismandreview

Å Incidentalusesandcopyrightwork in publicplaces
V e.g. artistic work availablein public placesappearingin a

film

ÅPrivateanddomesticuse
V e.g. AstroPVR(personalvideorecorder)

ÅEducation
ÅGovernmentuseandthe legalprocess
ÅMiscellaneous ςparody, pastiche or caricature, public

recitation,informatorypurposes(e.g. newschannel)

Defencesto CopyrightInfringement
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intellectual property 
patent 
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intellectual property | patent

Å an exclusive right (limited monopoly) granted for an invention
Å the patent owner with the right to decide how - or whether - the invention 

can be used by others
Å in exchange for this right, the patent owner makes technical information 

about the invention publicly available in the published patent document.

Apple patents a screen tech capable of reading fingerprints without dedicated 
sensor (US 9,570,002)
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intellectual property | patent

ÅTo exploit the patented invention

Vmaking, importing, offering for sale, selling or using the
product/process;

Vstockingsuchproduct for the purposeof offering for sale,sellingor
using

Vdoinganyof the actsreferred to the abovein respectof a product
obtaineddirectlyby meansof the process

ÅTo assignor transmit the patent

ÅTo concludelicencecontracts

Rights of Patent Owner
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intellectual property | patent

ά¢ƘŜ ǊƛƎƘǘǎ ƻŦ ǘƘŜ ǇŀǘŜƴǘŜŜ ǎƘŀƭƭ ŜȄǘŜƴŘ ƻƴƭȅ ǘƻ ŀŎǘǎ ŘƻƴŜ ŦƻǊ 
industrial or commercial purposesand, in particular, not to acts done 

only for scientific researchΦέ

Panadol with Optizorbcontains a patented 
delivery system which allows it to deliver 
paracetamol more efficiently* to the body, 

relieving pain whilst remaining gentle on stomachs 
(sourced from GSK website)

Limitation of Rights of Patent Owner
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intellectual property | patent

A premium brand of water soluble TongkatAli root extract, produced by a 
unique technology that has been patented with water-soluble bioactive 
ingredientsare found to be able to increase optimal testosterone levels.
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intellectual property
anatomy of patent document
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Title of Invention

Field of Invention

Background of Invention

Summary of Invention

Brief Description of Drawings

Detailed Description

Claims

Abstract

Drawings

Patent Specification Patent Drawings

ñLegal document which accompanies an 

application for a patentò
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intellectual property | patent
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intellectual property
patent prosecution
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intellectual property | patent

Section 12 - aŜŀƴƛƴƎ ƻŦ άLƴǾŜƴǘƛƻƴέ

Section 13 - Non-Patentable Invention

Sections 14, 15 & 16 - Patentability  

Patent Prosecution - Filing, Registration & Maintenance
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intellectual property | patent

Section 12 ïMeaning of ñInventionò

An idea of inventor that permits in practice the solution to 
a specific problem in the field of technology.

i.e. product and process
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intellectual property | patent

Product Patent

Å Relates to a physical entity
Å Any thing which appears in tangible form - apparatus, article, device, 

equipment, machine, substance & composition
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intellectual property | patent

Process Patent

Å Relates to a process, method or use
Å An activity performed upon some material product to achieve a certain 

result

Jatropha Oil Extraction
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intellectual property | patent

Section 13 ïNon - Patentable Invention

Å discoveries, scientific theories, mathematical methods

Å plant or animal varieties or essentially biological process for the production 
of plants or animals, other than man-made living microorganisms, micro-
biological processes and the products of such microorganism processes

Å diagnostic, therapeutic and surgical methods of treatment for humans or 
animals

Å schemes, rules, method of performing mental acts or playing games

Å inventions that may affect public order, good morals or public health
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intellectual property | patent

Sections 14, 15 & 16 ïPatentability  

ÅNovel (new)
Å Involve inventive step (i.e. non-obviousness)
Å Industrial application (can be used and made in industry)

*Prior art: anything disclosed around the world before date of patent filing
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intellectual property | patent

Patent Prosecution ïFiling, Registration & Maintenance

Patent

Utility Innovation

and/or
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intellectual property 
utility innovation 
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intellectual property | patent

Utility Innovation

Any innovation which creates a new product or process, or any 
new improvement of a known product or process which is 
capable of industrial application and includes an invention. 
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intellectual property | patent

Å Patentability requirement
V Novel (new)
V Inventive step
V Industrial applicable

Å Allowable claims
VOne (1) claim

Å Terms
V 10 + 5 + 5 years

Utility Innovation

Å Patentability requirement
V Novel (new)
V Inventive step
V Industrial applicable

Å Allowable claims
VOne or more claims

Å Terms
V 20 years

Patent
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intellectual property | patent

PRE-FILING

FILING

GRANTING

MAINTENANCE

Due diligence
Patent search

Patent drafting

Submission of new
patent application at 

MyIPO

Acceptance /
Granting

Expire

20 years

12 months

18 months

Extending Protection
outside Malaysia

Deadline for 
Examination
Request or 
Deferment

Route 1: Direct Filing to country of interest, e.g. Singapore, US, Korea

Route 2: Filing PCT International Application (First Phase)
National Phase Entry into countries of interest (Second Phase)

3-4 weeks

Clear Substantive / 
Modified Substantive 
Examination Report

Adverse Substantive 
/ Modified 
Substantive 

Examination Report
(Office Action)

Annual Fee 
Payment

PUBLIC INSPECTION

Filing Response to 
Adverse Examination 

Report

Deed of Letters Patent (Notice 
of Grant, Certificate of Grant, 

Granted Specification)

PROSECUTION OF NEW NATIONAL PATENT IN MALAYSIA

approx. 3-4 years
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intellectual property
patentability
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intellectual property | patent

Patentability

Novelty

Inventive Step

Industrial Applicability
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intellectual property | patent

Novelty

Section 14 

An invention is new if not anticipated by prior art.

Prior Art

Everythingdisclosedto the public anywhere in
the world by written publication, by oral
disclosure,by useor in anyother way prior to the
priority dateof the patent applicationclaimingthe
invention.
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intellectual property | patent

18 February 2020 (Tuesday)
Filing of patent application

{ǘǳŘŜƴǘΩǎ ǘƘŜǎƛǎ 
publication

Publication/ 
journal

Patent A Expo/ 
competition

Prior Art

Novelty
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intellectual property | patent

Section 14(3)

Adisclosureshallbedisregardedasprior art if:

Å the disclosureoccurred within 1 year preceding the filing
dateof application; AND

Å if the disclosurewas by reasonor in consequencesof acts
committed by the applicantor hispredecessorin title;

Å if the disclosurewas by reason or in consequencesof any
abuse of the rights of the applicant or his predecessorin
title.

Novelty
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intellectual property | patent

25 February 2020

First Public Disclosure

18 February 2020
Filing of patent application

Case 1

18 February 2019

First Public Disclosure

18 February 2020

Expiry of Grace Period

10 February 2020
Filing of Patent Application

12-month Grace Period

Case 2

17 February 2019

First Public Disclosure

18 February 2020
Filing of Patent Application

12-month Grace Period

Case 3

17 February 2020

Expiry of Grace Period

Novelty
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intellectual property | patent

Section 15

An inventionshallbe consideredasinvolvingan
inventive step if, having regardsto any matter
which forms part of the prior art, suchinventive
step would not havebeen obvious to a person
havingordinary skill in the art (PHOSITA).

Inventive
Step



IP Awareness Series 2020 65

intellectual property | patent

Section 16

An invention shall be considered industrially
applicableif it canbe madeor used in anykind
of industry.

Industrial 
Application
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intellectual property | patent

Patentability

Novelty

Inventive Step

Industrial Applicability
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intellectual property
disruptive technology?
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disruptive technology

A disruptive technology is one that displaces an 

established technology and shakes up the industry or a 

ground-breaking product that creates a completely new 

industry.
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Artificial Intelligence
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Internet of Things (IoT)
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3D Printing
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Medical Innovations
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Blockchain Technology
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Advanced 
Virtual Reality
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Renewable Energy

M+ by PETRONAS, a customisable and 

affordable solar solution designed for both 

commercial and industrial use.
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intellectual property
bukti carianpaten ςdana KPM
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patent search| dana kpm fasa1 2020
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patent search| dana kpm fasa1 2020

Å Familiarizewith a basicpatent searchprocess
Å Viewbasicinformationassociatedwith their research
Å Identify the novelty position of their researchapplicationwith

regardsto the intellectualproperty landscape
Å Identify other actors (potential collaborators/ stakeholders/

competitors) in the sectors associatedwith their research
areas

Å Identifypotential trends in intellectual property interest
Å Seehistoricalpatent trendsassociatedtheir research
Å Identify if neighboring countries (Singapore, Indonesia,

Thailand)hasdevelopedsimilar ideas
Å Avoid submitting researchproposalsthat lacks novelty and

potential economicandsocietalimpact.
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patent search| dana kpm fasa1 2020
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patent search| dana kpm fasa1 2020
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patent search| dana kpm fasa1 2020
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1
2

3

4
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patent search| dana kpm fasa1 2020

solar panel
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patent search| dana kpm fasa1 2020

solar panel

12

3

311,102

https://www.lens.org/lens/search?q=solar%20panel&preview=true

https://www.lens.org/lens/search?q=solar%20panel&preview=true


IP Awareness Series 2020 85

patent search| dana kpm fasa1 2020



IP Awareness Series 2020 86

patent search| dana kpm fasa1 2020
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